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Art Unit: 3652 

DETAILED ACTION 

1 . Applicant's amendment filed November 20, 2006, and the arguments have been fully 
considered. With respect to claim 7, the argument is persuasive. Therefore, the rejection of 
claim 7 has been withdrawn. However, the arguments on other claims are not persuasive. Due 
to a new rejection, a non-final office action follows as below. 

Drawings 

2. The drawings are^objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the "a rounded stylus", "a placement 
tip", tweezers", "a ball point", "an adhesive applicator", "a brush", "a scraper", "a cutting blade" "a 
poker", "a writing instrument", "a marking instrument" (claim 14), "two tools" (claims 15-17) must 
be shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures 
must be renumbered and appropriate changes made to the brief description of the several views 
of the drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant 
will be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Applicant recites "a grasping element associated with an end of the body and including 
an end for adhesion" in claim 1 , lines 3. Applicant describes "a grasping element (50)" 
as a low viscosity and in compressible (see paragraph 38). However, applicant recites 
"a grasping element . . . . ,and including an end for adhesion" in claim 1 . It appears that 
the recitation is confusing as to how "the adhesive" has "an end". Claim 8 recites "a 
plunger including a tip positioned within the body" in line 2. The recited "tip" is unclear 
as to whether "the tip" refers to "the tip of a plunger" or to "the tip" as claimed in claim 4. 
Moreover, claim 9 recites "the tip" and it is unclear as to how "the tip" is inserted into a 
chamber of the body. Further, claim 14 recites the accessory tool and it is unclear as to 
how these accessory tool including "a rounded stylus", "a placement tip", tweezers", "a 
ball point", "an adhesive applicator", "a brush", "a scraper", "a cutting blade" "a poker", "a 
writing instrument", "a marking instrument" (all not shown) are secured to one end of the 
body. Applicant also recites "a writing or marking instrument" and the recitation is vague 
and indefinite. It is unclear that applicant is claiming "a writing instrument" or "a marking 
instrument. Claims 15-17 also recite "the accessory tool including at least two tools" and 
the recitation is vague and indefinite. The recited "two tools" appears to be misleading 
because it is understood that the accessory tool has two working heads which is at the 
opposite each other. Note that applicant fails to define what two tools are. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

6. Claims 1-5,8,9, and 11-19, as best understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Den Hamer (3,797,875) (see PTO-892). 

Den Hamer (3,797,875) shows a hand pick and place device comprising a body 1 (Fig. 
1) having a chamber, a grasping element, an adhesive (Col. 2, lines 13-19), with an end 
of the body and an end for adhesion to a piece to be picked up, a tip (3) movable within 
the chamber, a plunger (5), and an interior fixed element (fig. 1) to limit the tip 
movement. 

Re claims 3 and 4, figure 1 shows a tip (3,6) secured in the body and tube (2,9) wherein 
the tip could be differently positioned biased by a spring (13). 
Re claim 5, Exhibit A (see next page) shows a tip-engagement element body and a 
body-engagement element includes a thread. 

Re claim 6, figure 1 shows a piston (5), which can be considered as a plunger, 
positioned within the body (1). 

Re claim 9, Exhibit A (see next page) shows an interior fixed element to limit the tip. 

Re claims 11-13, figure 1 shows an accessory tool (4). 

Re claim 14, the screw (4) could be used as a marking instrument. 

Re claims 15-17, the screw (4) of Den Hamer (3,797,875), as best understood, could be 

considered as two working heads. 
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Exhibit A 



a tip-engagement element body and a 
body-engagement element 




an interior fixed element 



7. Claims 1-5,8,9, and 11-19, as best understood, are rejected under 35 U.S.C. 102(b) as 

being anticipated by Mark (6,238,120). 

Mark (6,238,120) discloses a tool comprising a body (23) having a chamber, a grasping 
element, a liquid adhesive (24) (Col. 1, lines 8-15), having an end of the body and an 
end for adhesion, a tip (15,17,20) (see Fig. 5) movable within the chamber, a plunger 
(37) (Fig. 7), and an interior fixed element (figs. 7 and 8) to limit the tip movement. 
Re claims 3 and 4, figures 7 and 8 show a tip secured in the body and tube wherein the 
tip could be differently positioned biased by a spring (13). 
Re claim 5, figures 7 and 8 show a tip-engagement element body arid a body- 
engagement element includes a thread. 

Re claim 6, figure 8 shows a plunger (37) positioned within the body (23). 
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Re claim 9, figures 7 and 8 show an interior fixed element to limit the tip. 

Re claims 11-14, figures 3 and 4 show an accessory tool (27,28), an adhesive 

applicator. 

Re claims 15-17, figures 3 and 4 show two tools (27 and 28) to be removed. 

Claim Rejections - 35 (JSC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or. 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

9. Claims 6,7, and 10, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Den Hamer (3,797,875) in view of Palmer et al. (2003/0099746) (see PTO- 
892). 

Den Hamer (3,797,875), as presented above, does not show a cap to cover. However, 
Palmer et al. (2003/0099746) teaches a cap (13) to cover the shaft. Accordingly, it 
would have been obvious to those skill in the art to provide a cap on the lower end of 
Hamer (3,797,875) as taught by Palmer et al. (2003/0099746) to secure the tip from 
damaging. 

10. Claims 6,7, and 10, as best understood, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mark (6,238,120) in view of Otake (5,388,726). 

Mark (6,238,120), as presented above, does not show a cap to cover. However, Otake 
(5,388,726) teaches a cap (3) to cover the tip. Accordingly, it would have been obvious 



Application/Control Number: 10/763,485 Page 7 

Art Unit: 3652 

to those skilled in the art to provide a cap on the lower end of Mark (6,238,120) as taught 
by Otake (5,388,726) to secure the tip from damaging. 

Response to Arguments 

11. In response to applicant's argument that "den Harrier's disclosure to suitable adhesive 
element 6 materials is limited to beeswax and numerous synthetic rubber adhesives", a 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. Note that the adhesive used in den Harrier's tool is capable of leaving 
no residue on a piece. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to PAUL T. CHIN whose telephone number is (571) 272-6922. The 
examiner can normally be reached on MON-THURS (7:30 -6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Mackey can be reached on (571) 272-6916. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




PAUL T. CHIN 
Examiner 
Art Unit 3652 



